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Mail Stop Appeal Brief— Patents 
Cominissioner for Patents 
P.O. Box: 1450 

Alexandm, Viirginia 22313-1450 

v APPEIXANT'S BRIEF UNDER 37 CF.R. §1,192 

I. REAL PARTY IN INTEREST 

The subject appEcation is owned by First Data Corporation of Greenwood Village, 
Colorado. 

IL RELATED APPEALS AND INTERFERENCES 

There are no other known appeals or interferences related to this appeal. 



IIL STATUS OF CLAIMS 

Claims 1-8 and 11-29 are pending in the present application (see Appendix). In a 
final rejection mailed March 15, 2004, the Examiner rejected claims 1-8 and 11-29 under 35 

Certificare of Fucsimilo 
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ftECendon of U^.S. Patent Office - Appeal ?i>:icf Pareyw at facsimile ixam^cxJlOy^ 308-7952. 
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U.S.C, §103(a) as being allegedly obvious over U.S. Patem No, 6,453,300 to Simpson in view 

of U.S. Batent No. 5,893,080 to MvGiirL Some of claims 1-8 and 11-29 were rejected under 

35 U.S,G, §103(a) in further view of U.S. Patent No. 5,960,412 to Tackbaty. AppUcant 

submitted a Notice of Appeal on April 15, 2004 appealing the rejection of claims 1-8 and 11- 

29. 

1 

IV. STATUS OF AMENDMENTS 

No amendments are presented- 

> 

V. sijMMARY OF INVENTION 

The following is a concise explanation of the various inventions set forth in claims 1- 
8 and 11-29. The independent claims at issue are claims 1, 17, and 29, 

The present invention, as recited in claims 1-8 and 11-29, generally relates to an 
online or computerized method and system for enabling a sender of a message (e.g., an 
individual) to order a paper greeting message containing a negotiable instrument (referred to 
in the specification as a "gift-gram")K The paper greeting message includes a paper item that 
is customizable or personalizable and has included therewith or attached thereto a negotiable 
payment instrument, such as a check or money order (p. 11, lines 18-22; p. 12, line 5). The 
method and system are designed to facilitate purchase of the paper greeting message through 
a computer and yet provide for direct physical delivery of the paper greeting message to a 
recipient (p. 1, lines 22-24 through p, 2, lines 5-6; p. 7, lines 17-19; FIG. 7; FIG. 12). The 
payee spg^cified on the paper greeting message is not necessarily the recipient of the paper 
greeting message. 

Specifically, claim 1 relates to a method in which a buyer directs a seller to create a 
printed greeting message havi ng a negotiable payment instrument included thcrewirb to a 



^ It has been determined that the term "gift-gram" is being used as a trademark of the Applicanc It should 
be understood that the pcevious use of the term "gift-gram" as a noun in the specificadon should not be 
taken as an; admission that the term is or has become generic; rather, the use in such manner was inadvertent 
and erroneous and will be corrected prior to issuance of the patent. 
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recipient, including various sreps of: enabling the sender to select a graphic image for 
incliSsion in the message to the recipient, enabling the sender to input customi2ed text for 
inclusio^t'in the message, enabling the sender to specify a payee for the negotiable payment 
instrument, enabling the sender to specify the monetary value of the negotiable payment 
instrument, requesting payment authorization for at least the monetary value of the 
negotiable payment instrument based on billing information provided by the sender, and 
after payment audiorization has been obtained, printing the message and negotiable payment 
instrument by the seller, the message including the graphic image and customized text 
selected by the sender, the negotiable payment instrument including the payee and the 
monetary value selected by the sender. 

Claim 17 relates to a system for enabling a sender having access to a server of an 
online seller to order ficom the seller and have delivered dtrectly to a recipient a cusromi?:ed 
greeting message having a negotiable payment instrument included rhcrewith. including a 
mear^s for selecting a graphic image for inclusion in the message, means for specifying 
customised text for inclusion in the message, means for specifying a payee for the negotiable 
payment instrument, means for selecting the monetary value of the negotiable payment 
instrument, means for specifying billing information for the message and the negotiable 
insirumei>t, wherein the billing information includes a financial institution of the sender, 
means for requesting billing authorization from the financial instimtion of the sender, means 
for printing the message and negotiable payment instrument; and means for mailing the 
message and negotiable payment instrument to the recipient. 

Claim 29 relates to a method of directing a seller to create and send to a recipient a 
printed negotiable payment instrument hayjfig ^ customized greeting message^ including 
vanous steps of; receiving customisced text from the sender for inclusion in the message, 
receiving a mailing address for the recipient £com the sender, receiving payee information 
from the sender, the payee information specifying the payee for the negotiable payment 
instrument, enabling the sender to specify a monetary value of the negotiable payment 
instrument, receiving a requested mailing date from the sender, printing the negotiable 
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payment insorument^ the message included on a stub portion of the negotiable payment 

instrument, the negotiable payment instrument made payable to the payee and for an amount 

cotrespopding to the monetary value selected by the sender, and causing the printed 

negotiable instrument to be mailed to the mailing address of the recipient on the requested 

mailing date. 

VI- > ISSUES 

'Bhe issue of this appeal is whether independent claiins 1, 17, and 29 and their 
associated dependent claims are obvious under 35 U.S,C, §l03(a) over U.S. Patent No. 
6,453,300 to Sirj^son in view of U.S* Patent No. 5,893,080 to M-cGuH, and wtdi respect to 
some claims, in further view of U.S. Patent No. 5,960,412 to Tackbary. 

VIL GROUPING OF CLAIMS 

For purposes of this appeal, and not in derogation of 35 U.S.C, §282, the following 
are the claim groupings for which die appellant presents separate arguments for patentability. 

[ . - f 

Applicant groups Claims 1-8 and 11-16 for consideration of patentability. 

Applicant groups Claims 17-28 for consideration of patentability. 

^ Applicant groups Claim 29 alone for consideration of patentability. 

Claims 1, 17, and 29 are independent claims, which do not stand or fall to'geiher. 
Each of these independent claims include limitations that are not disclosed, taught, or 
suggested by Simpson^ McGurl^ or Tackbaty^ alone or in combination with each other. 

VIII- ARGUMENT 

I 

i 

There are two arguments presented in this appeal. First, the Examiner has failed to 
establish a prima facie case of obviousness under 35 U.S.C. §l03(a). Second, even if the 
Examiner has made a prima fade case of obviousness under 35 U.S.C. §103(a). Applicant's 
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claimed,^invention is not obvious over the combinadon of Simpson and McGurL Thus, the 

Examiner's final rejection of claims 1-8 and 11-29 is improper and should be withdrawn. 

A* The Examiner Has Failed to Make a Prima fade Case of Obviousness 
to Support a Rejection under 35 U.S,C- §103(a)> 

Ir^ the Final Office Action dated March 15, 2004^ the Examiner rejected claims 1-8 
and 11-29 under 35 U.S.C, §103(a) as being obvious over Simpson in view of McGurL This 
rejection is respectfully traversed. 

To establish a prima facie case of obviousness, three basic criteria must be met. First, 
there must be some suggestion or motivation, either in the references themselves or in the 
Imowledge generally available to one of ordinary sldll lq the art, to modify the reference or to 
combine reference teachings. Second, there must be a reasonable expectation of success. 
Finally, the prior art reference or combination of references must teach or suggest all the 
claim liiiiitations. The teaching or suggestion to make the claimed combination and the 
reasonable expectation of success must both be found in the prior art, and not based on 
Applicant's disclosure. In Vaeck, 947 F.2d 488, 20 USPQ2d 1438 (Fed, Cir, 1991); MPEP 
§2142. 

It is respectfully submiued that the Examiner has failed to make a prima fam case to 
support a rejection of any claims under 35 U.S.C, §103(a) over Simpson in view of McGurL 
First, there is no suggestion or motivation to modify the references or combine the reference 
teachings. Second, there is no reasonable expectation of success of combining the reference 
teachings. Finally, the combination of references does not teach or suggest all elements of 
Applicant's claims, 

1- There is No Suggestion or Motivation to Modify the References 
or Combine the Reference Teachings, 

Ii^vthe Final Office Action dated March 15, 2004, claims 1-8 and 11-29 were rejected 
tmder 35 U.S.C, 103(a) as being allegedly obvious over Simpson in view of McGuri, This 
rejection is respectfully traversed. 
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Obviousness can only be established by combining or modifying the teachings of the 

prior art to produce the claimed invention where there is some teaching, suggesrion, or 

moiivation to do so foimd either in the references themselves or in the knowledge generally 

available! to one of ordinary skill in the art. h Fine, 837 F.2d 1071, 5 U.S,P,Q.2d 1596 

(FedvCii. 1988); Jn n Joms, 958 R2d 347, 21 U.S.P.Q.2d 1941 (Fed. Cir. 1992). In the 

present t^ase, the Examiner has nor even attempted to provide a morivatjon to combine the 

reference teachings. As explained hereinafter, such motivation cannot be obtained from the 

cited references. 

i . 

Fpt example, Simpson is directed to an improved greeting card having an electronic 
storage media, such as a compact disk (CD), contained therein, and a method of enabling the 
purchaser of the card to personalize the card for the intended recipient for whom the card 
was purchased (col. 1, lines 18-24). The greeting card of Simpson is typically provided in a 

shape suitable for containing a CD or other similarly shaped storage medium (col. 3, lines 37- 

I 

39). Through various techniques described in Simpson, a personalized message stored in the 
seller's database becomes associated with identification data on the CD (col, 5, lines 33-38). 
When die recipient receives the greeting card of Simpson^ the recipient inserts the CD into a 
CD-ROM drive and plays the CD (col. 5, lines 44-46). The CD automatically directs the 
recipient to a website where data is stored by the seller of fhe greeting card (coL 5, lines 54- 
56). The greeting then displays for the recipient to view (col, 5, lines 58-61), After the 
personalized message is displayed, a generic set of information stored on the CD is dien 
displayed (col. 6, lines 1-2, 14-15, 20-24), Specifically, a subset of a larger generic set is 
displayed (col. 6, lines 24-28). For example, the CD may contain interesting facts about dates 
in each month of the year, and only the month of birch of the recipient is then displayed (col. 
6, lines ^-H)- Simpson makes no mendon of generating a negotiable instrument to be 
included with the greeting. 

McGurl is directed to a computerised payinent disbursement system (col. 2, lines 44- 

I 

45). McGurl essentially teaches a computerized checking account where disbursement data is 
stored, recalled, archived, and/or inputted, and financial reports are generated (col. 4, lines 
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45-47; coL 4, lines 21, 54, 60). McGurl is primarily direcied lo methods and systems for 
havii:ig disbursements (electronic or printed checks) made in such a manner thai 
unaudiorized disbursements from die system are prevented. McGurl is not directed to a 
personalized greeting message. 

Applicant has diligendy searched the cited references and is unable to find any 
motivation whatsoever to combine the reference teachings. For instance^ Simpson does not 
teach or suggest use of a computerized disbursement system such as that described in McGurl 
to generate the CD gift card. Lilcewise, McGurl does not teach or suggest use of a payment 
disbursement system to generate gift cards, CD gift cards, or any other kind of printed 
greejing message having a negotiable insixament included therewith. 

Thus, Applicant submits diat the Examiner has failed to identify any suggestion or 
motivation to modify the references or combine the teachings of Simpson and McGurl As 
such, the Examiner has failed to make a prima Jack case of obviousness imder 35 U.S.C. 
§103(a). Therefore^ the rejection under 35 U.S.C. §103(a) is improper and should be 
withdrawn. 

2. There is No Reasonable Expectation of Success of Combining 
the References. 

Applicant submits that the Examiner has failed to identify a reasonable expectation of 
success in combining the Teachings of Simpson and McGurl As such, the Examiner has not 
established a prima facie case of obviousness under 35 U.S.C. §103 (a). Therefore, for this 
additional reason, the rejection is improper and should be withdrawn. 

Applicant respectfully submits ri:iat there is no reasonable expectation of success in 

-V ■ 

combining the reference teachings. The prior art can be modified or combined to reject 
claims ^% prima facie obvious as long as there is a reasonable expectation of success. In re 
Merck Q^ Co., Inc., 800 F.2d 1091, 231 U.S.P.Q. 375 (Fed. Cir. 1986). Obviousness does not 
require absolute predictability; however^ ar least some de^ee of predictability is required. 
Evidence showing there was no reasonable expectation of success may support a conclusion 
of nonobviousness. In Rinehart, 531 F.2d 1048, 189 U.S.P.Q. 143 (CCPA 1976). In this 

i 
t 
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instance,! Applicanr submits that there is no reasonable expectation of success in combining 

the teachings of Simpson and McGurl to support a rejection under 35 U.S.C. §103(a). It is 

dif&Qult :to fathom how one could be successful in creating a paper greeting having a 

negotiatjte instrument included therewith when the references combined are completely 

silent with respect to various elements of Applicant's claimed invention. 

As discussed previously, there is no motivation to combine the cited references 

because there is simply is no reason set forrh in the cited references that would encourage 

one of ordinary skill in the ajrt to modify the cited references to arrive at the claimed 

inventiori. The references are directed to entirely different concepts and do not point to 

each other in any manner. Since there is no motivation to combine the reference teachings, 

there is likewise no expectation that combining the references would result in a successful 

combination. Furthermore, there is no expectation that combining the references would 

result in Applicant's claimed inventions, as discussed in greater detail below. 

3- The Combination of References Does Not Teach or Suggest All 
' Elements of Applicant's Claimed Invention, 

To establish a prima facie case of obviousness of a claimed invention, all the claim 
limitations must be taught or suggested by the prior art. In re Rnyka, 490 F,2d 981, 180 
USPQ 580 (CCPA 1974). "All rhe words in a claim must be considered in judging the 
patentability of that claim against the prior art." In re Wilson^ 424 F.2d 1382, 1385, 165 
USPQ 494, 496 (CCPA 1970), Furthemiore, if an independent claim is nonobvious under 
35 U.S,C. §103^ then any claim depending therefrom is nonobvious. In re Fine^ 837 F.2d 
1071, 5 ljSPQ2d 1596 (Fed. Cir, 1988). AppUcant asserts that the combination oi Simpson 
and McGurl fails to teach or suggest all elements of Applicant's claimed invention, and 
therefore, is insufficient to support a rejection under 35 U.S.C, §103(a). 

As stated above. Applicant's invention is generally directed to an online or 
computerized method and system for enabling a sender to order a paper greeting message- 
Tlie papei: greeting message can be customized or personalized and has included therewith or 
attached thereto a negotiable payment instrument, such as a check or money order (p. 11, 
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lines 18-22; p. 12, line 5). I'he method and system are designed to facilitate purchase of the 
paper greeting message through a computer and yet provide for direct physical delivery of 
the paper greeting message to a recipient (p. 1, lines 22-24 through p, 2, lines 5-6; p. 7, lines 
17-19; FIG. 7; FIG, 12). The payee specified on the paper greeting message is not 
necessarily the recipient of the paper greeting message. 

In general, neither Simpson nor McG^irl^ alone or in combination, teach or suggest a 
system in which a buyer c an rlirerr a seller to prepare and deliver a customised paper greeting 
messap^e with a ne^oriablc .insmmient included therewith or attached rherero. as recited in 
Applicam's claims 1, 173 ^^d 29. 

Additionally, in the Final Office Action, the Examiner asserted that certain claims 
were obvious in further view of U.S. Patent 5,960,412 to Tackbary ei aL Q'Taakbar/'). 
Tackhary is directed to a method for on-going management, selection, and delivery of social 
expression cards (coL 1, lines 19-22), This system is quite similar to the known online 
greeting |card systems described in the Background of the Invention of the present 
application (Application, p. 1-2). A user is able to access the owner^s database via the 
Internet, jstore occasion dates, select a card, and have it delivered to a recipient (col, 2, lines 
47-50; col. 4. lines 9-11). 

Tackhary does not cure the deficiencies of Simpson and McGurL Even if the references 
are combined, the combination fails to disclose all elements of Applicant's claimed invention. 
None of the references, alone or in combination, teach or suggest direct creation and delivery 
of a printed greeting card with a negotiable instruiTient by a third party online seller . Tackbary 
alludes to inclusion of a check or charitable contribution with die social expression card, but 
Tackbary does not explain who would generate the check, how the payee would be specified, 
how the amount of the check or charitable contribution would be specified, how the check 
or charitable contribution would be forwarded to a payee, and so forth. The mere fact that 
Tackbary alludes to inclusion of a check with a greeting card does not render the Applicant's 
invention obvious. Indeed, the notion of including a check with a greeting card is well 



i 
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knoyjm, and it would be improper to construe Tackbary as disclosing any more than it actually 
teaches. \. 

Given that the combination of Simpson^ McGurl, and Tackbary clearly does not teach or 
suggest all elements of Applicant's claimed invention, it is respectfully submitted that the 
Examiner has failed to establish a prima fade case of obviousness with respect to claims 1-8 
and 11-29, Thus, the combination of Simpson, McGurl^ and Tackbary is insufficient to support 
a rejectioia under 35 U,S.C §103(a). 

4- Conclusion 

Itjis respectfully submitted that the Examiner has failed to make a prima fade case of 

obviousness. First, there is no motivation to combine the references. Second, there is no 

reasonable expectation of success in combining the references. Finally, the combination of 

Simpson^ McGurl^ and Tackbaty fails to teach and enable every element of Applicant's claimed 

inventions as set forth in claims 1-8 and 11-29. Therefore, the rejection under §103(a) with 

respect to the combination of Simpson and McGurlis improper and should be withdrawn. 

C, Even if the Examiner Has Made a Prim^. facie Case of Qbyiousness 
Under 35 tJ,S,C. §103(a). Applicant's Claimed Invention is Not Obvious 
Over ^he Combination of Simpson and McGutL 

It is respectfully submitted that AppUcant'^s claimed inventions as recited in claims 1-8 

i 

and 11-29 are not obvious over Simpson in view of MvGurl In Graham v, John Desre^ 383 U.S. 
1, 148 U.S.P.Q, 459 (1966), the Supreme Court set forth four factual inquiries to be made 
when maldng an obviousness determination. First, the scope and content of the prior art is 
determined. Next, the differences between the prior art and the claims at issue is ascertained. 
Then, the level of ordinary skill in the art is resolved. Secondary considerations of 
nonobviousness may be evaluated. Finally, a determination of obviousness is made, MPEP 
§2101. 

> 1. Scope and Content of the Prior Art 

Simpson is directed to an improved greeting card havinjg an electronic storage media, 
such as a compact disk (CD), contained therein, and a method of enabling the purchaser of 
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the card to personalize the card for the intended recipient for whom the card was purchased 
(col 1, lines 18-24). The greeting card of Simpson may typically be provided as a shape 
suitable for containing a CD or other similarly shaped storage medium (coL 3^, lines 37-39). 
Through! various techniques described in Simpson^ a personalized message stored in die 

seller's database becomes associated with identificadon data on the CD (col. 5, lines 33-38), 

ii 

When the recipient receives the greeting card of Simpson^ the recipient inserts the CD into a 

■ > i 

CD-ROIjd drive and plays the CD (col 5, lines 44-46), The CD automatically directs the 
recipient to a website where data is stored by the seller of the greeting card (col 5, lines 54- 
56). The greeting then displays for the recipient to view (col 5, lines 58-61)^ After the 
personalized message is displayed, a generic 5;et of information stored on the CD is then 
displayed (col 6, lines 1-2, 14-15, 20-24), Specifically, a subset of a larger generic set is 
displayed (col 6, lines 24-28). For example, the CD may contain interesting facts about dates 
in each month of the year, and only the month of birth of the recipient is then displayed (col 
6, lines 97II). 

McGurl is directed to a computerized payment disbursement system (col 2, lines 44- 
45), McGurl essentially teaches a computerized checking account where disbursement data is 
stored, recalled, archived, and/ or inpuaed, and financial reports are generated (col 4, lines 
45-47; col 4j lines 21, 54, 60), McGurl it primarily directed to methods and systems for 
having disbursements (electronic or printed checks) made in such a manner that 
unauthorized disbursements from the system axe prevented. 

2- Differences Between the Prior Art and the Claimed Invention 

Applicant's inventions, as recited in claims 1-8 and 11-29, are directed to an online 
or computerized method and system for enabling a sender to order a paper greeting message. 
The paper greeting message can be customized or personalized and has included therewith or 
attached therero a negotiable payment insrnimenT . such as a check or money order (p, 11, 
lines 18-22; p, 12, line 5), The method and system are designed to facilitate purchase of the 
paper greeting message through a computer and yet provide for direct physical delivery of 
the paper greeting message to a recipient (p. 1, lines 22-24 through p. 2, lines 5-6; p. 7, Uncs 
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17-19; FIG. 7; FIG, 12). The payee specified on ihe paper greeting message is not 
necessarily the xecipiem of the paper greeting message. 

In general, neither Simpson nor McGurl, alone or in combination, teach or suggest a 
method or system in which a buyer can direct a seller to prepare and deliver a cusromiy:ed 
paper greeting message with a negotiable tnsmimenT included therewith or attached thereto , 
as set forth in Applicant's claims 1, 17^ and 29. 

Iri particular, with respect to claim 1, the combination of Simpson and McGurl fails to 
teach or suggest, in a computer network system .including a seller and a sender, the sender 
having access to an online server of the seller, a method of directing the seller to create a 
printed greeting message having a negotiable payment instrument included therewith to a 
recipient, including the steps of: enabling the sender to select a graphic image for inclusion in 
the message to the recipient, enabling the sender to input customized text for inclusion in the 
message^ enabling the sender to specify a payee for the negotiable payment instrument, 
enabling the sender lo specify the monetary value of the negotiable payment instrument, 
requesting payment authorization for at least the monetary value of the negotiable payment 
instrument based on billing information provided by the sender, and after payrnent 
authorization has been obtained, printing the message and tiegoriable payment instrument by 
the seller, the message including the graphic image and customized text selected by the 
sender, the negotiable payment instrument including the payee and the monetary value 
selected by the sender. 

With respecr to claim 17, the combination of Simpson and McGurl fails to teach or 
suggest a computer network system for enabling a sender having access to a server of gpi 
online seller to order from the seller and have delivered dirccdy to a recipient a customia^ed 
greeting message having a negotiable payment instrumenr included therewith , including: 
means £Q>r selecting a graphic image for inclusion in the message, means for specifying 
customized text for inclusion in the message, means for specifying a payee for the negotiable 
payment instrument, means for selecting the monetary value of the negotiable payment 
instrument, means for specifying billing information for the message and the negotiable 

i 

! 
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insiruxnent, wherein the billing information includes a financial insrimuon of the sender, 

means for requesting billing aurhorizarion from the financial instiaarion of the sender, means 

for ptinring the message and negotiable payment instrument; and means for mailing the 

message ^d negotiable payment instrument to the recipient 

• With respect to claim 29, the combination of Simpson and McGurl fails to teach or 

it- 
suggest, 'in a computer network system including a seller and a sender, tiie sender having 

access ro an online sen;^er of the seller, a method of directing rhe seller to create and send ro 

a recipient a prin ted negotiable payment instrumenr having a customized greeting message . 

comprising the steps of: receiving customized text from the sender for inclusion in the 

I 

message, ' receiving a mailing address for the recipient from the sender, receiving payee 
information firom the sender, the payee information specifying the payee for the negotiable 
payment ^instrument, enabling the sender to specify a monetary value of the negotiable 
payment instniment, receiving a requested mailing date from the sender, printing the 
negotiable payment instrument, the message included on a stub portion of the negotiable 
payment ;insirumem, the negotiable payment instrument made payable to the payee and for 
an amount corresponding to the monetary value selected by the sender, and causing the 
printed tiegoriable instrument to be mailed to the mailing address of the recipient on the 
requested' mailing date, 

3- Level of Ordinary Skill in the Art 

Applicant respectfully submits that the level of ordinary skiU in rhe art is one who is 
skilled in the field of computer systems for online commerce, 

4- Obviousness Analysis 

Applicant respectfully submits that the claimed inventions, as summarized above, 
would not be obvious to one of ordinary skUl in the computer programnoing art in view of 
Simpson and McGurl, As stated above, none of die references teach or suggest a method or 
system in which a buyer cs ^n r^iV^rr ^ seller ro prepare and deliver a customised paper greeting 
message with a negotiable instrument included therewith or attached rherero . Since these 
(and other) aspects of the Applicant's inventions are not taught or suggested by any of the 

■ \ , ; 
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references, it is not likely that one of ordinary skill in the art, namely, a computer system 

designer in the field of computer systems for online commerce^ would find it obvious to 

create a method or system according to Applicant's claimed inventions. The omitted 

elements! are not merely variations of the prior art, nor are they so well known that no 

reference is needed to supply the missing element. Thus, Applicant's claimed inventions 

would not be obvious to one of ordinary skiQ in the art over Simpson and McGttrL 

5, Conclusion 

Applicant respectfully subiTiits that the Examiner has failed to make a prima Jade case 
of obviousness over Simpson in view of McGurl to support a rejection under 35 U.S,C, §103. 
Furthermore, using the John Deere factual inquiries, Applicant submits that the differences 
between^ihe prior art and the claimed inventions would not be obvious to one of ordinary 
skill in the art- Accordingly, Applicant respectfully requests withdrawal of this rejection, 

0, SLynm^ry pf Argument 

The issue of this appeal is whether claims 1-8 and 11-29 are obvious under 35 U.S-C. 
§103(a) over U.S. Patent No. 5,970,475 to Simpson in view of U.S. Patent 5,677,955 UcGurL 
There is no disclosure, teaching, or suggestion in Simpson that would render the claims 
obvious, and the teachings of McGurl arc not sufficient to cure the deficiencies of Simpson. 
Applicant submits that the present invention, as claimed, is not obvious over the 
combination of Simpson and McGtirl as viewed by a person of ordinary sldU in the art^ 
Because the combination of Simpson and McGurl does not disclose each element specified in 
the claims of the present application or suggest the invention defined by the claims, the 
record of this case indicates by Ji preponderance of the evidence that the claims of the 
present a^iplication are patentable over the cited art. 

For at least die reasons stated above. Applicant respectfully requests that the Board of 
Patent Appeals and Interferences reverse the Examiner's rejections of the claims of the 
present invention and allow Claims 1-8 and 11-29. 
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/ APPENDIX 

LISTING OF CLAIMS 

1- (Previously presented): In a computer network system including a seller and a sender^ the 
sender having access to an onUne server of the seller, a method of directing the seller to 
create a primed greeting message having a negotiable payment instrument included 
therewith to a recipient, comprising the steps of; 

(a) enabUng the sender to select a graphic image for inclusion in the message to die 
recipient; 

i 

(b) enabling die sender to input customized text for inclusion in the message; 

(c) enabling the sender to specifj^ a payee for the negotiable payment instrument; 

(4) enabling the sender to specify the monetary value of the negotiable payment 
irjstrument; 

(e) requesting payment authorisation for at least the monetary value of the negotiable 
payment instrument based on billing information provided by the sender; and 

(£) after payment authorization has been obtained, printing the message and negotiable 
payment instrument by the seller, the message including the graphic image and 
customized text selected by the sender, the negotiable payment instruiiaent including 
the payee and the monetary value selected by the sender. 

2. (Original): The method according to claim 1, fucther comprising die steps of: 

(a) enabling the sender to select an occasion for sending the message and payment 
instrument to the recipient; 

(b) presenting the sender with a proposed graphic image and proposed customized text 

for inclusion in the message based on the occasion selected by the sender. 

i' 

3. (Previously presented): The method according to claim 1, further comprising the step of 
displaying a data entry form to the sender over the computer network system, the form 
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having a plurality of data entiy fields for displaying the graphic image, dae customized 
textj the payee, and the monetary value of the negotiable payment instrument. 

4. (Original); The method according to claim 3, wherein data displayed in the pluraliiy of 
data entry fields is modifiable by the sender. 

5. (Original): The method according xo claim 1, further comprising the step of receiving 
contact information for the recipient of the message. 

i 

6. (Original): The method according to claim 5, further compriising the step of enabling the 
sender to input the contact information for the recipient. 

7. (Original) The method according to claim 5j, further comprising the step of enabling the 

sender to select the recipient from an address book listing available recipients. 

i 

8. (Original): The method according to claim 1, further comprising the step of receiving 

I 

contact information for the sender. 

9. (Canceled) 

10. (Canceled) 

11. (Original): The method according to f:laim 1, further comprising the step of presenting 
the sender with a preview of the printed message and negotiable payment instrument. 

12. (Original): The method according to claim 1, further comprising the step of enabling the 
sendei; to specify a delivery date for the message and negotiable payment instrument. 
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13. (Original): The merhod according lo claim 1, wherein the recipient and the payee are the 
same. 

14. (Original): The method according to claim 1, wherein the recipient and the payee are 
different. 

15. (Original): ITie method according to claim 1, wherein the negotiable payment 
instrument is reraoveably attached to the message, 

16. (Original): The method according to claim 15, wherein the message and rhe negotiable 
payment instrument are printed on the same paper form. 

17. (Previously presented): A computer network system for enabling a sender having access 
to a server of an online seller to order from the seller and have delivered direcdy to a 
recipient a customised greeting message having a negotiable payment instrument included 
therewith, comprising: 

(a) means for selecting a graphic image for inclusion in the message; 

(b) mbans for specifying customised text for inclusion in the message; 

(c) means for specifying a payee for the negotiable payment instrument; 

(d) means for selecting the monetary value of the negotiable payment instrument; 

(e) means for specifying billing informauon for the message and the negotiable 
instrument, wherein the billing information includes a financial insuiution of the 
sender; 

(£)v means for requesting billing authorisation from the financial institution of the sender; 

(g) m^ans for printing the message and negotiable payment instrument; and 

(h) means for mailing the message and negotiable payment instmment to the recipient. 
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18. (Original): The system according 1:0 claim 17, further comprising means fot displaying a 
data entry form to the sender over a computer network, die form having a plurality of 
data ^ntry fields for displaying the graphic, the customized text, and the monetary value 
of rhe negotiable payment instrument. 

19. (Original}: The system according to claim 18, wherein information displayed in the 
plurality of data entry fields is modifiable by the sender, 

20. (Origina)); The system according to claim 17, further comprising means for selecting the 
occasion for sending the message and negotiable payment instrument. 

21. (Original): The system according to claim 20, wherein die graphic image and customized 
text aire pre-selected based on the occasion. 

22. (Original): The system according to claim 21, wherein the graphic image and cuscomi2ed 
text are modifiiable by the sender, 

23. (Onginal): The system according to claim 17, further comprising means for displaying a 
previttV of the printed message and the negotiable payment instrument to the sender. 

24. (Original): The system according to claim 17, further comprising means for enabling the 
sender to specify a delivery date for the message and negotiable payment instrument, 

25. (Original): The system according to claim 17, wherein the recipient and the payee are the 

same. . 

! 
I 

26. (Original); The system according to claim 17, wherein the recipient and die payee are 
different. 
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27. (Original): The system according to claim 17, wherein die negotiable payment 

insoroment is removeably attached to the message. 

■i 

I' 

28- (Original): The system according to claim 27, wherein the message and the negotiable 
payment instrument are printed on the same paper form. 

29. (Previously presented); In a computer network system including a seller and a sender, 
the sender having access to an online server of the seller, a method of directing the seller 
to create and send to a recipient a printed negotiable payment instrument having a 
customized greeting message, comprising the steps of; 
^ receiving customized text from the sender for inclusion in the message; 
Receiving a maiJing address for the recipient from the sender; 
receiving payee informarion from the sender, the payee information specifying 
the payee for the negotiable payment insttument; 

enabling the sender to specify a monetary value of the negotiable payment 

i 

mstruraent; 

receiving a requested mailing date from the sender; 

printing the negotiable payment instrument, the message included on a stub 
portion of the negotiable payment instrument, the negotiable payment instrument 
made payable to the payee and for an amount corresponding to the monetary value 
selecteii by the sender^ and 

causing the printed negotiable instrument to be mailed to the mailing address of 
the recipient on the requested mailing date. 
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